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DETAILED ACTION 

This Office Action is in response to Amendments filed January 4, 2005. Claim 15 is 
cancelled as requested by Applicants. Claims 1-14, 16-39 are presented for further 
examination. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,3-15, 17-25, 30-42 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Horowitz (US Patent No. 6,446,066 B1) in view of Wexler et al. 

f, 

(hereinafter "Wexler", 6,298,357 B1 ). 

As per claims 1, 38-39, Horowitz discloses a method, apparatus, and machine- 
readable program comprising: 

• Receiving a machine readable file containing a document that is to be served to a 
client for display on a client device, the organization of the documents in the file 
being expressed as a hierarchy of information (column 2, lines 17-25, column 3, 
lines 1-15). 

Horowitz does not explicitly discloses: 
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• Deriving subdocuments from the hierarchy of information, each of the subdocuments 
being expressed in a format that permits it to be served separately to the client, at 
least one to the subdocuments containing information that enables it to be linked to 
another one of the subdocuments. 
However, the use and advantages for deriving subdocuments from the hierarchy of 
information, each of the subdocuments being expressed in a format that permits it to be 
served separately to the client using a hypertext transmission protocol, at least one to 
the subdocuments containing information that enables it to be linked to another one of 
the subdocuments is well known to one skilled in the relevant art at the time the 
invention was made as evidenced by the teachings of Wexler (column 1 , lines 30-35, 
column 2, lines 20-25, column 3, lines 12-15, 50-56, column 6, lines 64-67). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate deriving subdocuments from the 
hierarchy of information, each of the subdocuments being expressed in a format that 
permits it to be served separately to the client using a hypertext transmission protocol, 
at least one to the subdocuments containing information that enables it to be linked to 
another one of the subdocuments in Horowitz's method in order for smaller files to be 
easily downloaded and viewed using a web browser. 

As per claim 3, Horowitz discloses the method of claim 1 in which the deriving 
comprises traversing the hierarchy and assembling the subdocuments from segments, 
at least some of the subdocuments each being assembled from more than one of the 
segments (column 3, lines 1-45). 
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As per claim 4, Horowitz discloses the method of claim 3 in which the assembling 
conforms to an algorithm that tends to balance the respective sizes of the 
sub-documents (column 3, lines 30-36). 

As per claim 5, Horowitz further discloses the method of claim 3 in which the 
assembling conforms to an algorithm that tends to favor assembling each of the 
subdocuments from the segments that have common parents in the hierarchy (column 
4, lines 21-50). 

As per claim 6, Horowitz discloses the method of claim 3, in which the assembling 
conforms to an algorithm that tends to favor assembling each of the subdocuments from 
segments for which replications of nodes in the hierarchy is not required (column 4, 
lines 61-67). 

As per claim 7, Horowitz discloses the method of claim 1 in which the file is 
received from an origin server associated with the file (column 2, lines 16-30). 

As per claim 8, Horowitz discloses the method of claim 7 in which the file is 
expressed in a language that does not organize segments of the document in a 
hierarchy, and the deriving of subdocuments includes first converting the file to a 
language that organized segments of the document in a hierarchy (columns 3-4). 
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As per claims 9, Horowitz discloses the method of claim 1 also including serving the 
subdocuments to the client individually as requested by the client (column 4, lines 22- 
30). 

As per claims 10, 18, 22, Horowitz does not explicitly disclose the method of claims 
9, 17, and 22 in which the subdocuments are served to the client using a hypertext 
transmission protocol. 

However, the use and advantages for the subdocuments are served to the client using a 
hypertext transmission protocol is well known to one skilled in the relevant art at the 
time the invention was made as evidenced by the teachings of Wexler (column 1 , lines 
55-60, column 3, lines 51-55, column 6, lines 64-67). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate subdocuments are served to the 
client using a hypertext transmission protocol in Horowitz's method in order for the 
smaller files to be easily downloaded. 

As per claim 1 1 , Horowitz does not explicitly discloses the method of claim 9 in 
which the subdocuments are requested by the client based on contained information 
that enables it to be linked to another of the subdocuments. 
However, the use and advantages for the subdocuments are requested by the client 
based on contained information that enables it to be linked to another of the 
subdocuments is well known to one skilled in the relevant art at the time the invention 
was made as evidenced by the teachings of Wexler (column 6, lines 60-67). 
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Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate the subdocuments are requested by 
the client based on contained information that enables it to be linked to another of the 
subdocuments in Horowitz's method in order to flow naturally from one document to the 
next. 

As per claims 12, Horowitz discloses the method of claim 1 also including 

• Identifying a portion of the document that is to be displayed separately from the rest 
of the document (column 3, lines 1-15), 

• The portion of the document that is to be displayed separately being excluded from 
the subdocument in which the portion would otherwise have appeared, the portion of 

the document that is to be displayed separately being included in at least one corresponding sub 

• When the subdocument in which the portion would otherwise have appeared is served to the cli€ 
40). 

As per claims 13, Horowitz discloses a method comprising 

• Receiving, from an origin server, a machine readable file containing a document that 
is to be served to a client for display on a client device, the file being expressed in a 
language that does not organize segments of the document in a hierarchy, 

• Converting the file to a language that organizes segments of the document in a 
hierarchy, 

• Traversing the hierarchy and assembling subdocuments from the segments, at least 
some of the subdocuments each being assembled from more than one of the 
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segments, the assembling conforming to an algorithm that tends to (a) balance the 
respective sizes of the sub-documents, (b) favor assembling each of the 
subdocuments from segments that have common parents in the hierarchy, and (c) 
assemble the subdocuments from segments for which replications of nodes in the 
hierarchy is not required (columns 3-4). 
Horowitzdoes not explicitly discloses: 

• At least one of the subdocuments being expressed in a format that permits it to he 

served separately to the client, at least one of the subdocuments containing 
information that enables it to be linked to another one of the subdocuments, 

• Serving the subdocuments to the client individually as requested by the client based 

on the contained information that enables it to be linked to another of the 
subdocuments. 

However, the use and advantages for using a hypertext transmission protocol is well 
known to one skilled in the relevant art at the time the invention was made as evidenced 
by the teachings of Wexler (column 1, lines 55-60, column 3, lines 51-55, column 6, 
lines 64-67). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate subdocuments are served to the 
client using a hypertext transmission protocol in Horowitz's method in order for the 
smaller files to be easily downloaded. 
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As per claim 14, Horowitz discloses a machine-readable document held on a 
storage medium for serving to a client, the document being organized as a set of 
subdocuments (columns 3-4). 

Horowitz does not explicitly disclose at least on of the subdocuments containing 
information that enables the subdocument to be linked to another of the subdocuments, 
the information enabling the subdocument to be linked comprising a URL, the 
subdocuments comprising an assembly of segments of the document that are a part of 
a hierarchical expression of the document, the subdocuments being of approximately 
the same size. 

However, the use and advantages for using a hypertext transmission protocol is well 
known to one skilled in the relevant art at the time the invention was made as evidenced 
by the teachings of Wexler (column 1 , lines 55-60, column 3, lines 51-55, column 6, 
lines 64-67). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate subdocuments are served to the 
client using a hypertext transmission protocol in Horowitz's method in order for the 
smaller files to be easily downloaded. 

As per claim 17, Horowitz discloses a method comprising: 
• Receiving from a client a request for a document to be displayed on a client device; 
Horowitz does not explicitly disclose: 
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• Serving separately to the client a subdocument that represents less than all of the 

requested document, the subdocument containing information that links it to at least 
one other subdocument; 

• Receiving from the client an invocation of the link to the other subdocument, and 

serving separately to the client device the other subdocument. 
However, the use and advantages for using a hypertext transmission protocol is well 
known to one skilled in the relevant art at the time the invention was made as evidenced 
by the teachings of Wexler (column 1 , lines 55-60, column 3, lines 51-55, column 6, 
lines 64-67). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate subdocuments are served to the 
client using a hypertext transmission protocol in Horowitz's method in order for the 
smaller files to be easily downloaded. 

As per claim 19, Horowitz discloses the method of claim 17 in which the 
subdocuments are of essentially the same length (column 3, lines 1-9) 

As per claim 21 , Horowitz discloses a method comprising: 

• Receiving from a server at a client device, a subdocument of a larger document for 

display on the client device (columns 3-4); 

• Displaying the subdocument on the client device (column 3, lines 35-40); 

• Receiving at the client device a request of a user to have displayed another 

subdocument of the larger document (column 4, lines 15-23); 
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• Receiving separately from the server at the client device, the other subdocument 

(column 3, lines 40-40); 

• Displaying the other subdocument on the client device (column 3, lines 35-40); 

• The subdocument being of substantially the same length (column 3-4). 

As per claim 23, Horowitz does not explicitly disclose the method of claim 21 in 

which the request of the user is expressed as a URL. 
However, the use and advantages for using a hypertext transmission protocol is well 
known to one skilled in the relevant art at the time the invention was made as evidenced 
by the teachings of Wexler (column 1, lines 55-60, column 3, lines 51-55, column 6, 
lines 64-67). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate subdocuments are served to the 
client using a hypertext transmission protocol in Horowitz's method in order for the 
smaller files to be easily downloaded. 

As per claim 24, Horowitz discloses the method of claim 21 in which all of each of 
the subdocuments is displayed at one time on the client device (column 4, lines 46-52). 

As per claim 25, Horowitz discloses the method of claim 21 in which less than all 
of each of the subdocuments is displayed on the client device at one time (column 4, 
lines 46-52). 
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As per claim 30, Horowitz discloses the method 1 , 17, or 21 in which the 
subdocuments are derived from the document at the time of a request from the client 
device for the document (column 3, lines 45-55). 

As per claim 31 , Horowitz discloses the method of claim 30 in which the 
subdocuments are derived in a manner that is based on characteristics of the client 
device (column 3, lines 13-22) 

As per claims 32-33, Horowitz discloses the method of claim 31 in which the 
characteristics of the client device are provided by the client in connection with the 
request (column 2, lines 59-67). 

As per claim 34-36, discloses method of claim 1 , 17, or 21 , Horowitz discloses in 
which the subdocuments are derived from the document before the client requests the 
document from the server (columns 3-4). 

As per claims 37-39, Horowitz does not explicitly disclose apparatus and machine- 
readable medium comprising at least one of the subdocuments containing information 
that enables it to be linked to another one of the subdocuments. 
However, the use and advantages for using a hypertext transmission protocol is well 
known to one skilled in the relevant art at the time the invention was made as evidenced 
by the teachings of Wexler (column 1 , lines 55-60, column 3, lines 51-55, column 6, 
lines 64-67). 



\ 
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Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate subdocuments are served to the 
client using a hypertext transmission protocol in Horowitz's method in order for the 
smaller files to be easily downloaded. 

As per claim 40, Horowitz discloses the method of claim 7 in which the file 
comprises an electronic document (column 3, lines 24-33) 

As per claim 41 , Horowitz discloses the method of claim 7 in which the file 
comprises an email file (column 4, lines 33-42). 

As per claim 42, Horowitz discloses the method of claim 7 in which the file is 
received from the origin sever in the form of a webpage (column 4, lines 55-64). 

3. Claims 2 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Horowitz (US Patent No. 6,446,066 B1) in view of Wexler et al. (hereinafter "Wexler", 
6,298,357 B1 ) and in further view of Burkett et al. (hereinafter "Burkett", 6,671 ,853 B1 ). 

As per claims 2, 16, Horowitz, in view of Wexler, does not explicitly discloses the 
method of claim 1 in which the hierarchical expression language comprises 
extensible mark-up language (XML). 
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However, the use and advantages for the language comprises extensible mark-up 
language (XML) is well known to one skilled in the relevant art at the time the invention 
was made as evidenced by the teachings of Burkett (Abstract). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate for the language comprises 

extensible mark-up language (XML) in Horowitz's method in order to more 
efficiently process the document by selectively streaming document fragments. 

4. Claims 26-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Horowitz (US Patent No. 6,446,066 B1 ) in view of Wexler et al. (hereinafter "Wexler", 
6,298,357 B1) and in further view of Shklar et al. (hereinafter "Shkiar", US Patent No. 
6,253,239 B1). 

As per claim 26, Horowitz, in view of Wexler, does not explicitly disclose a method 
displaying an icon with the subdocument and in response to invocation of the icon, 
fetching another subdocument of the document from a server. 

However, in an analogous art, Shklar discloses a set of objects are indicated by a stack 
of icons (column 6, lines 8-14). 

Therefore, one of ordinary skill in the art at the time the invention was made would 
have found it obvious to implement or incorporate Shklar's icons in Horowitz's method in 
order to represent a filed stored. 

As per claim 27, Horowitz discloses the method of claim 26 in which only a portion 
of each of the subdocuments is displayed at one time (column 4, lines 46-52). 
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As per claim 28, Horowitz discloses the method of claim 27 also including 
displaying an indication of the position of the currently displayed subdocument in a 
series of subdocuments that make up the document (column 4, lines 15-30). 

As per claim 29, Horowitz discloses the method of claim 28 in which the indication 
includes the total number of subdocuments in the series and the position of the currently 
displayed document in the sequence (column 3-4). 

Response to Arguments 
The Office notes the following arguments: 

(a) Horowitz and Wexler cannot be combined to teach the claimed invention of 
independent claim 1. 

(b) Horowitz nor Wexler teach or suggest a subdocument or a document along with an 
icon, and in response to invocation of the icon, fetching another subdocument. 

In response to: 

(a) In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
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the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

(b) Applicant's argument has been considered but is moot in view of the new 
ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara N. Burgess whose telephone number is (571) 
272-3996. The examiner can normally be reached on M-F (8:00am-4:00pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571 ) 272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Barbara N Burgess 

Examiner 

Art Unit 21 57 



